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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on March 
22, 2010 has been entered. 

Claims 9,11-13,1 6, 27-31 and 33-36 are currently pending wherein claims 9, 1 6, 
27 remain withdrawn pursuant to an election made by Applicant. In summary, claims 
11-13, 28-31 and 33-36 are pending for examination on the merits. 

Claim Rejections - 35 USC § 1 12 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 13 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Amended claim 13 recites a biochip comprising micro pillars bearing one of 
antigens, sugar chains and bases wherein the micro pillars have a conical/tapered 
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shape. The originally filed Specification fails to provide support for the amendment. 
According to the Specification, the embodiment of the invention comprising micro pillars 
bearing one of antigens, sugar chains and bases is directed to a molecular filter (see 
pages 31-35 and Fig. 8). Because the micro pillars in this embodiment act as a filter, the 
diameter of each micro pillar remains constant throughout its length. The Specification 
does not disclose or suggest that the micro pillars can have the tapered/conical shape 
recited in claim 1 1 . 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 11,12, 28-31 and 33-36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Insley et al. (US 2001/0016985 A1). 

Insley et al. disclose a microfluidic device comprising a channel network having a 
micro-structured surface (see Abstract). The device comprises a polymeric substrate 12 
having a micro-structured surface 13 that is integral with substrate 12 (see [0012]), and 
a cover layer 20 disposed over substrate 12 such that the cover layer contacts the tips 
of the micro-structured surface (see Fig. 4). The micro-structures are conical in shape 
and can have a height ranging from 5-1200 microns (see [0044]). Because the micro- 
structures terminate at a point, the diameter of the micro-pillars must inherently fall 
within the claimed range, and the aspect ratio of the micro-structures must inherently 
exceed the value of 4 at the tip. 
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With respect to claims 1 2 and 29, Insley et al. disclose that the surface of the 
micro-structures can be modified (see [0068]). 

With respect to claims 28, 33 and 34, the claims are product by process claims. 
"Even though product-by-process claims are limited by and defined by the process, the 
determination of patentability is based on the product itself. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." {In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985)). In this case, the 
micro-structures disclosed by Insley et al. comprise all the structural features recited in 
the claims. 

With respect to claims 30 and 31 , Insley et al. disclose a wide range of polymers 
from which the micro-structures can be made (see [0066]), many of which comprise the 
property recited in claims 30 and 31 . 

With respect to claims 35 and 36, the micro-structures disclosed by Insley et al. 
are formed from the same material as substrate 12 and integral with substrate 12 (see 
Fig. 4) 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but they 
are moot in view of the new ground of rejection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAUL S. HYUN whose telephone number is (571)272- 
8559. The examiner can normally be reached on Monday- Friday 10AM-6:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, In Suk Bullock can be reached on (571)-272-5954. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Paul S Hyun/ 
Examiner, Art Unit 1772 



